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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

1. Claims 1-14 and 25-28 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

In reference to claim 1, the language of the claim raise questions as to whether the claims 
(claims 1 and all dependent claims, claims 2-7 and 25-28) are directed merely to an abstract idea 
that is not tied to a technological art, environment or machine which would result in a practical 
application producing a concrete, useful, and tangible result to form the basis of statutory subject 
matter under 35 U.S.C. 101 . Specifically, the "method of colorizing a schematic" as disclosed in 
claim 1, is the abstract idea, which could be implemented without the use of any type of 
machine. See MPEP 2106 IV (B)(1) and 2106.01 [R-5]. 

In reference to claims 8-14, the language of the claim raises questions as to whether the 
claims (claim 8 and all dependent claims, claims 9-14) are directed merely to an abstract idea 
that is not tied to a technological art, environment or machine which would result in a practical 
application producing a concrete, useful, and tangible result to form the basis of statutory subject 
matter under 35 U.S.C. 101. Specifically, the "computer-readable medium including instructions 
for performing a method. . ." as disclosed in claim 8, is the abstract idea. See MPEP 2106 IV 
(B)(1) and 2106.01 [R-5]. Note, the Office suggests the Applicant amend the claim language of 
claim 8, and any dependent claims, to read, for example, "A computer-readable medium encoded 
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with computer executable instructions which colorize a schematic including at least one feature, 
the instructions perform:" 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 8-14 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In reference to claims 8-14, claim 8 and all dependent claims 7-14 do not clearly display 
whether the claims are of computer-readable medium/instructions or method type. For example, 
claim 8 recites, "A computer-readable medium including instructions for performing a method of 
colorizing a schematic including at least one feature, the method comprising:" (see preamble of 
claim 8). From these lines, it is not clear whether the Applicant means to claim the computer 
instructions for performing the steps or the method of performing the steps recited in the body of 
claim 8. The Office has suggested language which would remedy this 35 USC 112 issue in the 
above 35 USC 101 rejection of claims 8-14. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-14 and 25-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

"SolidWorks Tools - ACP4SWX Overview." (Berlitz, Stefan. ACP4SWX software overview. 

Software ver. 1.1.0 released 06/26/2001. (c) 2000, 2001 Stefan Berlitz. 

(http://web.archive.org/web/*/http://swtools.cad.de/us_prog_acp.htm.) Date accessed via Internet 
Archive - Wayback Machine 03/13/2007. ACP4SWX Website updated on 08/23/2001). (herein 
known as "ACP4SWX"). 

In reference to claim 1, ACP4SWX discloses a method of colorizing an electronic 
schematic including at least one feature (see section "What is ACP4SWX", 2 paragraph) 
comprising the steps of: 

• identifying a set of features associated with the schematic to be colorized (see 
section "Installation and function", "The main features:", 4 th bullet and section 
"Using ACP4SWX with SolidWorks" 3 rd paragraph); 

• establishing a color scheme, wherein the color scheme includes a color, 
representing a visible wavelength in the electromagnetic spectrum, associated 
with at least one of the features in the set (see section "Installation and function", 
"The main features:", 4 th bullet, section "Color management" wherein colors are 
described as stored in catalogue files and section "Using ACP4SWX with 
SolidWorks" l st -3 rd paragraphs); and 

• automatically colorizing the at least one feature based on the color scheme to 
generate a colorized schematic (see section "Using ACP4SWX with SolidWorks" 
l st -4 th paragraphs). 
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Further it is well known in the art that the software, SolidWorks, which ACP4SWX 
communicates data with, is equivalent to a "feature-based parametric modeling tool." (see 
Applicant's Arguments of 10/12/06, the incorporated exhibit "Computer-aided design" mentions 
SolidWorks as such on page 4, 2 nd paragraph). Although ACP4SWX does disclose that using the 
API (application programming interface) from SolidWorks, ACP4SWX will get and set colors 
for faces, features or components, parts or assemblies (see section "Using ACP4SWX with 
SolidWorks" 1 st paragraph) or ACP4SWX obtaining design element colors generated from 
SolidWorks, ACP4SWX does not explicitly disclose obtaining the schematic, diagram, blueprint 
or actual illustration of the element from SolidWorks. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to implement the design element color 
obtaining and setting techniques of ACP4SWX including an actual visual reference to the 
element being colored in order to provide an easier-to-use more intuitive coloring system making 
the target color object and other surrounding objects easier to visualize while manipulating them. 

In reference to claim 2, ACP4SWX discloses all of the claim limitations as applied to 
claim 1 above in addition, ACP4SWX discloses wherein each feature includes one or more 
elements (see section "Using ACP4SWX with SolidWorks", 3 rd paragraph. Note, the Office 
interprets that since ACP4SWX is a tool for the feature-based modeling tool SolidWorks, 
allowing for colors to be associated with features, ACP4SWX inherently discloses features 
associated with features and these features comprising multiple elements, i.e. component parts 
features are made up multiple types of parts), and wherein the step of automatically colorizing 
the feature includes: 
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• associating an element with one of the features and automatically colorizing the 
element based on the color scheme (see section "Using ACP4SWX with 
SolidWorks", 3 rd paragraph. Note, the Office interprets that since ACP4SWX is a 
tool for the feature-based modeling tool SolidWorks, allowing for colors to be 
associated with features, ACP4SWX inherently discloses features associated with 
features and these features comprising multiple elements, i.e. component parts 
features are made up multiple types of parts). 
In reference to claim 3, ACP4SWX discloses all of the claim limitations as applied to 
claim 1 above in addition, ACP4SWX discloses storing the colorized schematic in an electronic 
format (see section "Color Management" 1 st and 2 nd paragraphs). 

In reference to claim 4, ACP4SWX discloses all of the claim limitations as applied to 
claim 3 above in addition, ACP4SWX discloses storing the association between the color and the 
feature (see section "Color management" and "Using ACP4SWX with SolidWorks" storing the 
association of colors to features in catalogue files). ACP4SWX also discloses obtaining a color 
from a different or revised schematic (see section "Using ACP4SWX with SolidWorks", screen 
shot selection "Get color scheme from SolidWorks"). ACP4SWX discloses applying the 
associated color to a different or revised schematic (see section "Using ACP4SWX with 
SolidWorks", screen shot selection "Set color scheme from SolidWorks"). Note, the Office 
interprets ACP4SWX to inherently determine only those color-to-feature associations that differ 
from the previous schematic to the new/different or revised schematic and only change and 
associate those features. ACP4SWX also discloses automatically coloring the element based on 
the color scheme (see section "Using ACP4SWX with SolidWorks" l st -4 th paragraphs). 
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In reference to claim 5, ACP4SWX discloses all of the claim limitations as applied to 
claim 2 above in addition, ACP4SWX discloses: 

• selecting a feature; and selecting at least one element on the schematic to be 
associated with the selected feature (see section "Installation and function", "The 
main features:", 4 th bullet and section "Using ACP4SWX with SolidWorks" 1 st - 
4 th paragraphs. The Office interprets that since a color can be applied to features 
by ACP4SWX, therefore ACP4SWX inherently discloses selecting a feature to 
associate the color to. Further, the Office interprets that since ACP4SWX is a 
tool for the feature-based modeling tool SolidWorks, allowing for colors to be 
associated with features, ACP4SWX inherently discloses features associated with 
features and these features comprising multiple elements, i.e. component parts 
features are made up multiple types of parts). 
In reference to claim 6, ACP4SWX discloses all of the claim limitations as applied to 
claim 5 above in addition, ACP4SWX discloses selecting at least one element in a visual 
representation of the schematic (see section "Installation and function", "The main features:", 4 th 
bullet and section "Using ACP4SWX with SolidWorks" l st -4 th paragraphs. The Office interprets 
that since a color can be applied to features by ACP4SWX, therefore ACP4SWX inherently 
discloses selecting a feature to associate the color to). 

In reference to claim 7, ACP4SWX discloses all of the claim limitations as applied to 
claim 5 above in addition, ACP4SWX discloses entering one or more labels associated with the 
elements in step of selecting at least one element on the schematic (see section "Color 
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management" wherein a label name of a color can be entered. Further, such color can be applied 
to the features which, as explained above, comprise of multiple elements). 

In reference to claim 8, ACP4SWX discloses a method of colorizing an electronic 
schematic including at least one feature (see section "What is ACP4SWX", 2 nd paragraph) 
comprising the steps of: 

• identifying a set of features associated with the schematic to be colorized (see 
section "Installation and function", "The main features:", 4 th bullet, section "Color 
management" wherein colors are described as stored in catalogue files and section 
"Using ACP4SWX with SolidWorks" 1 st -3 rd paragraphs);; 

• establishing a color scheme, wherein the color scheme includes a color, 
representing a visible wavelength in the electromagnetic spectrum, associated 
with at least one of the features in the set (see section "Installation and function", 
"The main features:", 4 th bullet, section "Color management" wherein colors are 
described as stored in catalogue files and section "Using ACP4SWX with 
SolidWorks" l st -3 rd paragraphs); and 

• automatically colorizing the at least one feature based on the color scheme to 
generate a colorized schematic (see section "Using ACP4SWX with SolidWorks" 
l st -4 th paragraphs). 

Further it is well known in the art that the software, SolidWorks, which ACP4SWX 
communicates data with, is equivalent to a "feature-based parametric modeling tool." (see 
Applicant's Arguments of 10/12/06, the incorporated exhibit "Computer-aided design" mentions 
SolidWorks as such on page 4, 2 nd paragraph). Although ACP4SWX does disclose that using the 
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API (application programming interface) from SolidWorks, ACP4SWX will get and set colors 
for faces, features or components, parts or assemblies (see section "Using ACP4SWX with 
SolidWorks" 1 st paragraph) or ACP4SWX obtaining design element colors generated from 
SolidWorks, ACP4SWX does not explicitly disclose obtaining the schematic, diagram, blueprint 
or actual illustration of the element from SolidWorks. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to implement the design element color 
obtaining and setting techniques of ACP4SWX including an actual visual reference to the 
element being colored in order to provide an easier-to-use more intuitive coloring system making 
the target color object and other surrounding objects easier to visualize while manipulating them. 
Also, ACP4SWX does not explicitly disclose a computer-readable medium including 
instructions for performing a method of colorizing a schematic. It is well known in the art of 
computer graphics processing to store software, such as the software disclosed by ACP4SWX, 
on some type of computer-readable medium (i.e. RAM, ROM, hard drive, floppy disk, cd-rom 
etc) (Official Notice). It is would have been obvious to one of ordinary skill in the art for 
ACP4SWX who teaches the methods of a software tool accompanying a CAD program, to store 
the program on some type of computer-readable medium, because it is well known in the art that 
programs are stored on computer-readable medium in order for computer processors to execute 
these programs. 

In reference to claim 9, ACP4SWX discloses all of the claim limitations as applied to 
claim 8 above. Claim 9 is similar in scope to claim 2 and is therefore rejected under equivalent 
rationale. 
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In reference to claim 10, ACP4SWX discloses all of the claim limitations as applied to 
claim 9 above. Claim 10 is similar in scope to claim 3 and is therefore rejected under equivalent 
rationale. 

In reference to claim 11, ACP4SWX discloses all of the claim limitations as applied to 
claim 10 above. Claim 1 1 is similar in scope to claim 4 and is therefore rejected under 
equivalent rationale. 

In reference to claim 12, ACP4SWX discloses all of the claim limitations as applied to 
claim 8 above. Claim 12 is similar in scope to claim 5 and is therefore rejected under equivalent 
rationale. 

In reference to claim 13, ACP4SWX discloses all of the claim limitations as applied to 
claim 12 above. Claim 13 is similar in scope to claim 6 and is therefore rejected under 
equivalent rationale. 

In reference to claim 14, ACP4SWX discloses all of the claim limitations as applied to 
claim 12 above. Claim 14 is similar in scope to claim 7 and is therefore rejected under 
equivalent rationale. 

In reference to claim 25, ACP4SWX discloses all of the claim limitations as applied to 
claim 1 above in addition, ACP4SWX discloses wherein colors are associated with features, the 
color being first, second and third colors (see section "Color management" and section "Using 
ACP4SWX with SolidWorks" l st -3 rd paragraphs). 

In reference to claim 26, ACP4SWX discloses all of the claim limitations as applied to 
claim 1 above in addition, ACP4SWX discloses wherein establishing a color scheme includes 
receiving information from a user for establishing the color scheme (see section "Color 
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management" and section "Using ACP4SWX with SolidWorks It can be seen that ACP4SWX 
includes a GUI which requires information input by a user). 

In reference to claim 27, ACP4SWX discloses all of the claim limitations as applied to 
claim 1 above in addition, ACP4SWX discloses wherein establishing a color scheme includes 
receiving information form a user for associating the color with at least one of the features in the 
set see section "Color management" and section "Using ACP4SWX with SolidWorks", l st -3 rd 
paragraphs. It can be seen that ACP4SWX includes a GUI which requires information input by a 
user). 

In reference to claim 28, ACP4SWX discloses all of the claim limitations as applied to 
claim 1 above in addition, ACP4SWX discloses wherein automatically colorizing the at least one 
feature based on the color scheme to generate a colorized schematic includes automatically 
colorizing the at least one feature based on the color scheme and based on a user input (see 
section "Using ACP4SWX with SolidWorks", 3 rd paragraph. It can be seen that ACP4SWX 
includes a GUI which requires information input by a user). 

4. Claims 15-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
"SolidWorks Tools - ACP4SWX Overview." (Berlitz, Stefan. ACP4SWX software overview. 
Software ver. 1 . 1 .0 released 06/26/2001 . (c) 2000, 2001 Stefan Berlitz. 

(http://web.archive.org/web/*/http://swtools.cad.de/us_prog_acp.htm.) Date accessed via Internet 
Archive - Wayback Machine 03/13/2007. ACP4SWX Website updated on 08/23/2001) in view 
of Maeda et al. (U.S. Patent 5,966,310). 

In reference to claims 15 and 22, ACP4SWX discloses a method configured to colorize 
an electronic schematic including all of the steps disclosed above in the rejection of claims 1 and 
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8. In addition, ACP4SWX does not explicitly disclose the system components however Maeda 
does. Maeda discloses a personal design CAD system (see column 1, lines 10-15 and column 2, 
lines 34-47) comprising: 

• a processor (see column 13, lines 29-30, Maeda discloses the invention embodied 
on a personal computer which inherently comprises a processor; and 

• a memory (column 2, lines 63-65 and #26 and 131 of Figure 3)), wherein the 
memory includes 

• a colorization module configured to colorize the schematic to generate a colorized 
schematic (column 14, lines 14-35 and #122 of Figure 3). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to implement the system of Maeda et al. with the color tool CAD associated methods of 
ACP4S WX in order to create a system, conforming to a user, for performing a series of 
processing including the design of the appearance and production of mechanical/electrical 
equipment (see column 2, lines 3-12 of Maeda et al.). Further, in reference to claim 22, claim 22 
comprises the "identifying", "establishing" and "colorizing" elements as seen in claim 8 above 
and therefore these elements are rejected under equivalent rationale as seen above. 

In reference to claim 16, ACP4SWX and Maeda et al. disclose all of the claim limitations 
as applied to claim 15 above. Although both ACP4SWX and Maeda et al. disclose utilizing a 
CAD tool/software, neither ACP4SWX nor Maeda et al. explicitly disclose the module including 
a Pro-Engineer software application in memory. It is well known in the art of computer graphics 
processing to store software, such as the software disclosed by AutoCAD 2000, on some type of 
memory (i.e. RAM, ROM, hard drive, floppy disk, cd-rom etc) (Official Notice). It is would 
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have been obvious to one of ordinary skill in the art for ACP4SWX who teaches the methods of 
a software tool accompanying a CAD program, to store the program on some type of computer 
memory, because it is well known in the art that programs are stored on computer-readable 
mediums in order for computer processors to execute these programs. Further note, the Office 
interprets that in order to utilize the functions of the ACP4SWX software program, a feature- 
based parametric modeling tool named SolidWorks must be executed and utilized. The Office * 
sees such a modeling tool, functionally equivalent to the Pro-Engineer software application of 
the claim especially since Applicant makes such an equivalence in Applicant's Remarks filed 
10/12/06, pages 3-4. 

In reference to claim 17, ACP4SWX and Maeda et al. disclose all of the claim limitations 
as applied to claim 15 above. Maeda et al. also discloses wherein the colorization module is 
software configured to work with the modeling module during colorization of the schematic (see 
column 9, lines 34-38, the CAD module is configured to work with graphics module). 

In reference to claim 18, ACP4SWX and Maeda et al. disclose all of the claim limitations 
as applied to claim 15 above. Maeda et al. discloses the CAD invention embodied on a personal 
computer (see column 13, lines 29-30) which the Office interprets as inherently comprising an 
"output module" since Maeda et al. also discloses providing the output to a display (see column 
9, lines 39-40 and #145 of Figure 4). 

In reference to claim 19, ACP4SWX and Maeda et al. disclose all of the claim limitations 
as applied to claim 15 above. Maeda et al. also discloses including an input module for 
accepting inputs from one or more of a keyboard, point-and-click device or an storage medium 
reader (see column 8, lines 58-62 and #11 of Figure 3). 
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In reference to claim 20 5 ACP4SWX and Maeda et al. disclose all of the claim limitations 
as applied to claim 15 above. Claim 20 is similar in scope to 8 above and is therefore rejected 
under equivalent rationale. 

In reference to claims 21 and 24, ACP4SWX discloses all of the claim limitations as 
applied to claims 20 and 22 respectively above. Claims 21 and 24 are similar in scope to claim 4 
and are therefore rejected under equivalent rationale. 

In reference to claim 23, ACP4SWX and Maeda et al. disclose all of the claim limitations 
as applied to claim 22 above. Claim 23 is similar in scope to claim 2 and is therefore rejected 
under equivalent rationale. 

Response to Arguments 

5. Applicant's arguments, see pages 2-3 of Applicant's Remarks, filed 03/19/07, with 
respect to the ACP4S WX reference not being eligible for prior art have been fully considered 
and are persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of ACP4SWX (a version of the 
website who's update date is 08/23/01 and which describes the software version of ACP4SWX 
1.1.0, released 06/26/01). 

6. Applicant's arguments with respect to claims 1-28 have been considered but are moot in 
view of the new ground(s) of rejection. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Antonio Caschera whose telephone number is (571) 272-7781. 
The examiner can normally be reached Monday- Thursday and alternate Fridays between 7:00 
AM and 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kee Tung, can be reached at (571) 272-7794. 
Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 



or faxed to: 

571-273-8300 (Central Fax) 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology Center 2600 Customer Service Office whose telephone 
number is (571)272-2600. 



Washington, D.C. 20231 



Sum Antonio Caschera 



aac 



Patent Examiner 



SUPERVISORY PATENT EXAMINER 




